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DETAILED ACTION 

Reopening Prosecution After Notice of Appeals and Request for Pre-Appeals 
Conference 

In view of the Pre-Appeals Conference Request filed on 05/01/09, PROSECUTION IS HEREBY 
REOPENED. New grounds of rejection are set forth here below. To avoid abandonment of the 
Application, Appellant must exercise one of the following two options: (1 ) file a reply under 37 CFR 1.111 
(if this Office Action is non-final) or a reply under 37 CFR 1.113 (if this Office Action is final); or, (2) initiate 
a new Appeal by filing a notice of Appeal under 37 CFR 41 .31 followed by an Appeal Brief under 37 CFR 
41.37. 

The previously paid notice of Appeal fee and Appeal Brief fee can be applied to the new 
Appeal. If however, the Appeal fees set forth in 37 CFR 41.20 have been increased since they were 
previously paid, then Appellant must pay the difference between fees and the amount previously paid. 
MPEP 1207.04. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by signing here 
below. MPEP 1002.02(d) and 1208.02. 

Claim Rejections - 35 USC §101 

1 . 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent therefor, 
subject to the conditions and requirements of this title. 

2. Claims 1-8 are rejected under 35 U.S.C. 101 because the claimed invention is not directed to a 
secondary statutory subject matter/class. 

Based on Supreme Court precedent and recent Federal Circuit decisions, the Office's guidance 
to examiners is that a § 101 process must (1) be tied to a machine or (2) transform underlying subject 
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matter (such as an article or materials) to a different state or thing. In re Bilski et al, 88 USPQ 2d 1385 
CAFC (2008); Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 
(1978); Gottschalk v. Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780,787-88 (1876). 

An example of a method claim that would not qualify as a statutory process would be a claim that 
recited purely mental steps. Thus, to qualify as a § 101 statutory process, the claim should positively 
recite the other statutory class (the thing or product) to which it is tied, for example by identifying the 
apparatus that accomplishes the method steps, or positively recite the subject matter that is being 
transformed, for example by identifying the material that is being changed to a different state. 

Here, applicant's method steps fail the first prong of the new Federal Circuit decision since they 
are not tied to a machine and can be performed without the use of a particular machine. In this particular 
case, Claims 1-8 are not tied to another statutory class, such as any hardware. Thus, it is unclear as to 
whether or not the claims are mere processes that involve purely human labor. 

The mere recitation of the machine in the preamble with an absence of a machine in the body of 
the claim fails to make the claim statutory under 35 USC 101 . Note the Board of Patent Appeals 
Informative Opinion Ex parte Langemyer et al.: 

http://iplaw.bna.com/iplw/5000/split display.adp?fedfid=10988734&vname=ippqcases2&wsn=500826000 

&searchid=6198805&doctvpeid=1&tvpe=court&mode=doc&split=0&scm=5000&pq=0 . 

Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis for 
the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-19 are rejected under 35 U.S.C. 102 (b)as being unpatentable over Ausubel (US 6,021,398). 

3. Claim 1: 

Ausubel shown, discloses the following limitations: 

• organizing previously acquired auction data into a plurality of sub-samples (see 
column 6 lines 39-43. ...message may include each of following: the current 
proposed terms of trade for the auction (e.g. prices and/or quantities), information 
about the history of bidding. ...all of this information is stored in a database used 
for analysis) 

• each sub-sample comprising bid data associated with auctions having a common 
number of bidders, the number of bidders varying among the sub-samples (see 
column 6 lines 39-43. ...message may include each of following: the current 
proposed terms of trade for the auction (e.g. prices and/or quantities), information 
about the history of bidding... .all of this information is stored in a database used 
for analysis) 

• applying an inverse bid function to at least two sub-samples (see at least column 
6 lines 50-51 ...bidding information may include a bidding rule such as a scalar- 
value, vector-value or function.... information used to make 
calculations/determinations) 

• pooling results from applying the inverse bid function to form a first pool (see at 
least column 6 lines 60-63.... bidding rule may indicate the willingness to make an 
unconditional bid or a contingent bid, and may consist of a function based on 
available information as to bid quantities.... e.g. function of the previous bids 
submitted) 
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• applying a direct bid function on the first pool to generate sample bids (see at 
least column 6 lines 60-63. ...bidding rule may indicate the willingness to make an 
unconditional bid or a contingent bid, and may consist of a function based on 
available information as to bid quantities.... e.g. function of the previous bids 
submitted) 

• matching bids from at least one sub-sample to the sample bids (see at least 
column 33 lines 19-22. ...one exemplary way to perform step is to compare the 
current maximized revenues with a function of the maximized bid revenues 
obtained in previous iteration(s) of the loop.... process is done to get bids) 

• pooling results from the matching with the first pool to form a second pool (see at 
least column 33 lines 19-22.... one exemplary way to perform step is to compare 
the current maximized revenues with a function of the maximized bid revenues 
obtained in previous iteration(s) of the loop.... process is done to get bids) 

4. Claim 2: 

Ausubel shown, discloses the following limitations: 

• applying a function that is applicable to an independent private values ("IPV") 
auction (see at least column 6 lines 60-63... .bidding rule may indicate the 
willingness to make an unconditional bid or a contingent bid, and may consist of 
a function based on available information as to bid quantities... .e.g. function of 
the previous bids submitted) 

5. Claim 3: 

Ausubel shown, discloses the following limitations: 

• applying a function that is applicable to an independent private values ("IPV") 
auction (see at least column 6 lines 60-63... .bidding rule may indicate the 
willingness to make an unconditional bid or a contingent bid, and may consist of 
a function based on available information as to bid quantities... .e.g. function of 
the previous bids submitted) 
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6. 



Claim 4: 



Ausubel shown, 



discloses the following limitations: 



• forming a first group of large sub-samples and a second group of small sub- 
samples (see column 6 lines 39-43.. ..message may include each of following: the 
current proposed terms of trade for the auction (e.g. prices and/or quantities), 
information about the history of bidding. ...all of this information is stored in a 
database used for analysis) 

• small sub- samples containing bid data associated with auctions that have fewer 
than a pre- specified total number of bid observations (see at least column 6 lines 
60-63... .bidding rule may indicate the willingness to make an unconditional bid or 
a contingent bid, and may consist of a function based on available information as 
to bid quantities.... e.g. function of the previous bids submitted) 

• large sub-samples containing bid data associated with auctions that have more 
than a pre-specified total number of bid observations (see at least column 6 lines 
60-63... .bidding rule may indicate the willingness to make an unconditional bid or 
a contingent bid, and may consist of a function based on available information as 
to bid quantities. ...e.g. function of the previous bids submitted. ...information 
gathered for analysis) 



• organizing previously acquired auction data into a plurality of sub-samples (see 
column 6 lines 39-43. ...message may include each of following: the current 
proposed terms of trade for the auction (e.g. prices and/or quantities), information 



7. 



Claim 5: 



Ausubel shown, 



discloses the following limitations: 
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about the history of bidding. ...all of this information is stored in a database used 
for analysis) 

• each sub-sample comprising bid data associated with auctions having a common 
number of bidders (see column 6 lines 39-43.. ..message may include each of 
following: the current proposed terms of trade for the auction (e.g. prices and/or 
quantities), information about the history of bidding. ...all of this information is 
stored in a database used for analysis) 

• first sub-sample comprising bid data associated with auctions having more 
bidders than all other sub-samples (see column 6 lines 39-43.... message may 
include each of following: the current proposed terms of trade for the auction 
(e.g. prices and/or quantities), information about the history of bidding.... all of this 
information is stored in a database used for analysis) 

• applying an inverse bid function to the largest sub-sample to produce initial 
pseudo values (see at least column 6 lines 50-51 ...bidding information may 
include a bidding rule such as a scalar-value, vector-value or 
function.... information used to make calculations/determinations) 

• applying a direct bid function to the initial pseudo values to calculate sample bids 
associated with a second sub-sample that is the next largest sub-sample, in 
terms of number of bidders, after the first sub-sample (see at least column 6 lines 
50-51 ...bidding information may include a bidding rule such as a scalar-value, 
vector-value or function.... information used to make calculations/determinations) 

• matching bid data contained in the second sub-sample with the sample 
bids to produce second pseudo values (see at least column 33 lines 19-22.... one 
exemplary way to perform step is to compare the current maximized revenues 
with a function of the maximized bid revenues obtained in previous iteration(s) of 
the loop. ...process is done to get bids) 



Application/Control Number: 10/694,589 Page 8 

Art Unit: 3696 

• combining the first and second pseudo values together to produce 
combined auction values (see at least column 6 lines 50-51 ...bidding information 
may include a bidding rule such as a scalar-value, vector-value or 
function.... information used to make calculations/determinations) 



Claim 6: 

Ausubel shown, discloses the following limitations: 

• applying the direct bid function to the combined auction values to calculate 
additional sample bids associated with a third sub-sample that is the next largest 
sub-sample after the second sub-sample, in terms of number of bidders (see at 
least column 33 lines 19-22. . . one exemplary way to perform step is to compare 
the current maximized revenues with a function of the maximized bid revenues 
obtained in previous iteration(s) of the loop.... process is done to get bids) 

Claim 7: 

Ausubel shown, discloses the following limitations: 

• matching the additional sample bids with the third sub-sample to produce third 
pseudo values and combining the third pseudo values into the combined auction 
values (see at least column 33 lines 19-22.... one exemplary way to perform step 
is to compare the current maximized revenues with a function of the maximized 
bid revenues obtained in previous iteration(s) of the loop.... process is done to get 
bids) 

Claim 8: 

Ausubel shown, discloses the following limitations: 

• applying the direct bid function to calculate additional sample bids associated 
with additional sub-samples of decreasing size, in terms of the number of bidders 
(see at least column 33 lines 19-22.... one exemplary way to perform step is to 
compare the current maximized revenues with a function of the maximized bid 
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revenues obtained in previous iteration(s) of the loop.... process is done to get 
bids) 

• matching the sample bids to the additional sub-samples to produce additional 
pseudo values, combining the additional pseudo values into the combined 
auction values (see at least column 33 lines 19-22.... one exemplary way to 
perform step is to compare the current maximized revenues with a function of the 
maximized bid revenues obtained in previous iteration(s) of the loop.... process is 
done to get bids) 

11. Claim 9: 

Ausubel shown, discloses the following limitations: 

• processor (see at least column 6 linesl 8-23.... the auctioneer's computer or 
auctioneer's system implements an auctioneer process or query process and 
may consist of one or more computers, workstations, or any other hardware 
items which contain a CPU and may contain an interface including for example a 
keyboard and display) 

• memory containing an auction application that is executed by the processor and 
causes the processor to form a plurality of sub-samples from an auction data set 
(see at least column 12 lines 40-44... .within the data portion of the memory, an 
auctioneer's listing of a sequence of value pairs. Each value pair includes an 
amount representing a number of shares of stock or other objects offered and a 
value parameter indicating the offered price for the number of objects) 

• each sub- sample comprising bid data associated with auctions having a 
common number of bidders (see column 6 lines 39-43.. ..message may include 
each of following: the current proposed terms of trade for the auction (e.g. prices 
and/or quantities), information about the history of bidding. ...all of this information 
is stored in a database used for analysis) 
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• apply an inverse bid function to at least two sub-samples (see at least column 6 
lines 50-51... bidding information may include a bidding rule such as a scalar- 
value, vector-value or function.... information used to make 
calculations/determinations) 

• aggregate results from applying the inverse bid function to form a 
first pool (see at least column 17 lines 19-23.... we may again run the six 
separate, simultaneous auctions listed in Example A, each again consisting of 
two or three simultaneous sub-auctions) 

• apply a direct bid function on the first pool to generate sample bids (see at least 
column 33 lines 19-22. ...one exemplary way to perform step is to compare the 
current maximized revenues with a function of the maximized bid revenues 
obtained in previous iteration(s) of the loop.... process is done to get bids) 

• match bids from at least one sub-sample to the sample bids (see at least column 
33 lines 19-22.. . one exemplary way to perform step is to compare the current 
maximized revenues with a function of the maximized bid revenues obtained in 
previous iteration(s) of the loop. ...process is done to get bids) 

• aggregate results from the matching with the first pool to form a 
second pool (see at least column 17 lines 19-23. ...we may again run the six 
separate, simultaneous auctions listed in Example A, each again consisting of 
two or three simultaneous sub-auctions) 



• inverse bid function comprises a function that is applicable to an independent 
private values ("IPV") auction (see at least column 6 lines 50-51 ...bidding 
information may include a bidding rule such as a scalar-value, vector-value or 
function.... information used to make calculations/determinations) 



12. 



Claim 10: 



Ausubel shown, discloses the following limitations: 



13. 



Claim 11: 
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Ausubel shown, discloses the following limitations: 

• direct bid function comprises a function that is applicable to an independent 
private values ("IPV") auction (see at least column 6 lines 50-51 ...bidding 
information may include a bidding rule such as a scalar-value, vector-value or 
function.... information used to make calculations/determinations) 



14. Claim 12: 

Ausubel shown, discloses the following limitations: 

• processor (see at least column 6 linesl 8-23.... the auctioneer's computer or 
auctioneer's system implements an auctioneer process or query process and 
may consist of one or more computers, workstations, or any other hardware 
items which contain a CPU and may contain an interface including for example a 
keyboard and display) 

• application executable by said processor and that causes the processor to 
organize previously acquired auction data into a plurality of sub-samples (see at 
least column 6 linesl 8-23... .the auctioneer's computer or auctioneer's system 
implements an auctioneer process or query process and may consist of one or 
more computers, workstations, or any other hardware items which contain a CPU 
and may contain an interface including for example a keyboard and display) 

• each sub-sample comprising bid data associated with auctions having a common 
number of bidders (see column 6 lines 39-43.. ..message may include each of 
following: the current proposed terms of trade for the auction (e.g. prices and/or 
quantities), information about the history of bidding. ...all of this information is 
stored in a database used for analysis) 

• apply an inverse bid function to at least two sub-samples (see at least column 6 
lines 50-51... bidding information may include a bidding rule such as a scalar- 
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value, vector-value or function.... information used to make 
calculations/determinations) 

• re-sample results from applying the inverse bid function to generate 
re-sampled data (see at least column 6 lines 50-51 ...bidding information may 
include a bidding rule such as a scalar-value, vector-value or 
function.... information used to make calculations/determinations) 

• apply a direct bid function on the sampled data to generate sample 
bids (see at least column 6 lines 50-51 ...bidding information may include a 
bidding rule such as a scalar-value, vector-value or function.... information used 
to make calculations/determinations) 

• match bids from at least one sub-sample to the sample bids (see at least column 
33 lines 19-22.... one exemplary way to perform step is to compare the current 
maximized revenues with a function of the maximized bid revenues obtained in 
previous iteration(s) of the loop.. ..process is done to get bids) 

15. Claim 13: 

Ausubel shown, discloses the following limitations: 

• inverse and direct bid functions comprise functions that are applicable to an 
independent private values ("IPV") auction (see at least column 6 lines 50- 
51... bidding information may include a bidding rule such as a scalar-value, 
vector-value or function... .information used to make calculations/determinations) 

16. Claim 14: 

Ausubel shown, discloses the following limitations: 

• one instruction that organizes previously acquired auction data into a plurality of 
sub-samples (see at least column 33 lines 19-22.... one exemplary way to 
perform step is to compare the current maximized revenues with a function of the 
maximized bid revenues obtained in previous iteration(s) of the loop.... process is 
done to get bids) 
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• each sub-sample comprising bid data associated with auctions having a common 
number of bidders (see column 6 lines 39-43.. ..message may include each of 
following: the current proposed terms of trade for the auction (e.g. prices and/or 
quantities), information about the history of bidding. ...all of this information is 
stored in a database used for analysis) 

• one instruction that applies a first bid function to at least two sub- 
samples (see at least column 17 lines 19-23. ...we may run again the six 
separate, simultaneous auctions listed in Example A, each again consisting of 
two or three simultaneous sub-auctions) 

• one instruction that re-samples results from applying the first bid 
function to generate re-sampled data (see at least column 33 lines 19-22.... one 
exemplary way to perform step is to compare the current maximized revenues 
with a function of the maximized bid revenues obtained in previous iteration(s) of 
the loop.. ..process is done to get bids) 

• one instruction that applies a second bid function on the sampled 
data to generate sample bids (see at least column 17 lines 19-23.... we may 
again run the six separate, simultaneous auctions listed in Example A, each 
again consisting of two or three simultaneous sub-auctions) 

• one instruction that matches bids from at least one sub-sample to 
the sample bids (see at least column 17 lines 19-23.... we may again run the six 
separate, simultaneous auctions listed in Example A, each again consisting of 
two or three simultaneous sub-auctions) 

17. Claim 15: 

Ausubel shown, discloses the following limitations: 

• first bid function comprises an inverse bid function (see at least column 6 lines 
50-51 ...bidding information may include a bidding rule such as a scalar-value, 
vector-value or function.... information used to make calculations/determinations) 
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18. 



Claim 16: 



Ausubel shown, discloses the following limitations: 



second function comprises a direct bid function (see at least column 6 lines 60- 
63.... bidding rule may indicate the willingness to make an unconditional bid or a 
contingent bid, and may consist of a function based on available information as 
to bid quantities... .e.g. function of the previous bids submitted) 



• one instruction that forms previously acquired auction data into a plurality of sub- 
samples(see at least column 17 lines 19-23.... we may again run the six 
separate, simultaneous auctions listed in Example A, each again consisting of 
two or three simultaneous sub-auctions) 

• each sub-sample comprising auction data associated with auctions having a 
common number of bidders (see at least column 17 lines 19-23.... we may again 
run the six separate, simultaneous auctions listed in Example A, each again 
consisting of two or three simultaneous sub-auctions) 

• first sub-sample comprising bid data associated with auctions having more 
bidders than all other sub-samples (see at least column 6 lines 60-63.... bidding 
rule may indicate the willingness to make an unconditional bid or a contingent 
bid, and may consist of a function based on available information as to bid 
quantities.... e.g. function of the previous bids submitted) 

• one instruction that applies an inverse bid function to the largest sub-sample to 
produce initial pseudo values (see at least column 6 lines 50-51 ...bidding 
information may include a bidding rule such as a scalar-value, vector-value or 
function.... information used to make calculations/determinations) 

• one instruction that applies a direct bid function to the initial pseudo values to 
calculate sample bids associated with a second sub-sample that is the next 



19. 



Claim 17: 



Ausubel shown, discloses the following limitations: 
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largest sub-sample, in terms of number of bidders, after the first sub-sample (see 
at least column 17 lines 19-23.... we may again run the six separate, 
simultaneous auctions listed in Example A, each again consisting of two or three 
simultaneous sub-auctions) 

• one instruction that matches bid data contained in the second sub-sample with 
the sample bids to produce second pseudo values (see at least column 6 lines 
50-51 ...bidding information may include a bidding rule such as a scalar-value, 
vector-value or function.... information used to make calculations/determinations) 

• one instruction that combines the first and second pseudo values together to 
produce combined auction values (see at least column 6 lines 50-51 ...bidding 
information may include a bidding rule such as a scalar-value, vector-value or 
function.... information used to make calculations/determinations) 

20. Claim 18: 

Ausubel shown, discloses the following limitations: 

• one instruction that applies the direct bid function to the combined auction values 
to calculate additional sample bids (see at least column 6 lines 50-51 ...bidding 
information may include a bidding rule such as a scalar-value, vector-value or 
function.... information used to make calculations/determinations) 

21. Claim 19: 

Ausubel shown, discloses the following limitations: 

• matching the additional sample bids with a sub-sample to produce additional 
auction values (see at least column 33 lines 19-22.... one exemplary way to 
perform step is to compare the current maximized revenues with a function of the 
maximized bid revenues obtained in previous iteration(s) of the loop.... process is 
done to get bids) 
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FINAL CONCLUSION 



Applicant's amendment necessitated the new ground(s) of rejection presented in this Office action. 
Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is reminded of the 
extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS from the 
mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing date of this 
final action and the advisory action is not mailed until after the end of the THREE-MONTH shortened 
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statutory period, then the shortened statutory period will expire on the date the advisory action is mailed, 
and any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the 
advisory action. In no event, however, will the statutory period for reply expire later than SIX MONTHS 
from the date of this final action. 



CONCLUSION 

Any inquiry of a general nature or relating to the status of this application or concerning 
this communication or earlier communications from the Examiner should be directed to Michael 
D. Cranford whose telephone number is 571-270-3106. The Examiner can normally be reached 
on Monday-Friday, 9:30am-5:00pm. If attempts to reach the examiner by telephone are 
unsuccessful, the Examiner's supervisor, Thomas Dixon can be reached at 571-272-6803. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
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applications is available through Private PAIR only. For more information about the PAIR system, 
see http://portal.uspto.gov/external/portal/pair <http://pair-direct.uspto.gov >. Should you have 
questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) at 
866.217.9197 (toll-free). 

Any response to this action should be mailed to: 

Commissioner of Patents 

P.O. Box 1450 
Alexandria, VA 22313-1450 

or faxed to 571-273-8300. 

Hand delivered responses should be brought to the United States Patent and Trademark 
Office Customer Service Window: 

Randolph Building 
401 Dulany Street 
Alexandria, VA 22314. 
/ Michael Cranford / Examiner / Art Unit 3696/ 

/Frantzy Poinvil/ 

Primary Examiner, Art Unit 3696 



January 29, 2009 



